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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )Q Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1^7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 1^7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)^3 The drawing(s) filed on 29 September 2003 is/are: a)D accepted or b)£3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/674,115 -2- 
Art Unit: 3721 

DETAILED ACTION 
Drawings 

1. New corrected drawings in compliance with 37 CFR 1.121(d) 
are required in this application because the drawings are of an 
informal nature in that they reference numerals and figure 
numbers are rough and blurry. Applicant is advised to employ the 
services of a competent patent draftsperson outside the Office, 
as the U.S. Patent and Trademark Office no longer prepares new 
drawings. The corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 

2. The drawings are objected to under 37 CFR 1.83(a). The 
drawings must show every feature of the invention specified in 
the claims. Therefore, the subject matter of claims 3, 4 and 7 
must be shown or the feature(s) canceled from the claim(s). * No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) 
are required in reply to the Office action to avoid abandonment 
of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior 
version of the sheet, even if only one figure is being amended. 
The figure or figure number of an amended drawing should not -be 
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labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered 
and appropriate changes made to the brief description of the 
several views of the drawings for. consistency. Additional 
replacement sheets may be necessary to show the renumbering of 
the remaining figures. The replacement sheet (s) should be 
labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.84(c)) so as not to obstruct any portion of the drawing 
figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to 
the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 
U.S.C: 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

4. Claims 1-7 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. 
The claim (s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the 
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art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

The claims recite, for example, in claim 1, in part, "a 
panel for carrying at least a portion of the control system, the 
panel being formed as a door for an enclosure, the panel being 
fully removable from the enclosure" and in claims 3 and 4, in 
part, "wherein the panel is mounted to the enclosure by a 
fastener" and "wherein the fastener is threaded". 

The examiner has reviewed the written description and the 
accompanying drawings, but in only one instance is able to find 
any description of the claimed invention. In the brief summary 
of the invention, page 2, paragraph [0010] sets forth the 
following: 

"The machine includes a control system. A panel carries at 
least a portion of the control system. The panel is formed 
as a door for an enclosure. The panel fully removable from 
the enclosure. In a present machine, the entirety of the 
control system is carried by the panel. The panel is 
mounted pivotally by a threaded fastener." 

Later, at pages 13 and 14, paragraph- [0076] , the applicant 

discloses , 

Referring now to FIGS. 6 and. 7, still another feature that 
enhances the reduced size and footprint needed for machine 
operation is a fully enclosed and modularized 
electronics/control panel 190 for automatic machine 10 
operation. The panel 190 is mounted to the machine 10 as a 
• single unit within the electronics enclosure 156. In a 
present arrangement, the panel 190 is formed as a door 192 
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for the enclosure 156. Quick-disconnect electrical fittings 
194 are used to connect the door-mounted control panel 190 
so that the entirety of the control system (e.g., the 
controller indicated generally at 196) can be carried by 
the panel or door 190, for ready replacement. Preferably, 
the panel 190 is mounted to the enclosure 156 using a 
quick-release latch assembly 132 such as that illustrated 
in FIGS. 8-11. This arrangement provides for a readily 
maintainable and serviceable unit that can, if necessary, 
be readily replaced as needed for continued machine 10 
operation. 

No where else in the written description nor in the figures 
is the examiner able to find mention of the claimed invention. 

The written description and the figures are considered to 
be non-enabling because the written description and the figures 
fail to provide an adequate description of the claimed invention 
in a manner required by 3 5 U.S.C. 112, 1 st paragraph that would 
permit one of ordinary skill in the art to make and use the 
claimed invention. In fact, the detailed written description 
does not even disclose the claimed invention. It contradicts 
the claimed invention in how the panel is mounted to the 
enclosure. Appropriate correction is considered necessary. 
Applicant is reminded that no new matter may be entered into the 
disclosure. 
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Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 

this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

6. Claims 5 and 6 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kaise et al . (GB 2308719). 

The recitation in claim 5, 

"for a strapping machine of the type for positioning a 
strap material around an associated load, tensioning the 
strap material and sealing the strap material to itself 
around the load, the strapping machine including a x frame, a 
strapping head mounted to the frame, a strap chute mounted 
to the frame and configured for positioning the strap 
material around the load and to release the strap therefrom 
to pull the strap material to the load, a work surface 
mounted to the frame at about a bottom of the strap chute 
and a control system for controlling operation of the 
strapping machine" 

has not been given patentable weight because the recitation 

occurs in the preamble. A preamble is ' generally not accorded 

any patentable weight where it merely recites the purpose of a 

process or the intended use of a structure, and where the body 

of the claim does not depend on the preamble for completeness 

but, instead, the process steps or structural limitations are 



able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 
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(CCPA 1976) and Kropa v. Robie , 187 F.2d 150, 152, 88 USPQ 478, 
481 (CCPA 1951) . 

""In general, a preamble limits the [claimed] invention if 
it recites essential structure or steps, or if it is 'necessary 
to give life, meaning, and vitality' to the claim. " Catalina 
Mktg. Int'l, Inc. v. Coolsavings.com, Inc. , 289 F.3d 801, 808, 
62 USPQ2d 1781, 1784 (Fed. Cir. 2002) (quoting Pitney Bowes, 
Inc. v. Hewlett-Packard Co. , 182 F.3d 1298, 1305, 51 USPQ2d 
1161, 1165 (Fed. Cir. 1999)). " [A] claim preamble has the import 
that the claim as a whole suggests for it. In other words, when 
the claim drafter chooses to use both the preamble and the body 
to define the subject matter of the claimed invention, the 
invention so defined, and not some other, is the one the patent 
protects. " Bell Communications Research, Inc. v. Vitalink 
Communications Corp. , 55 F.3d 615, 620, 34 USPQ2d 1816, 1820 
(Fed. Cir. 1995) . When limitations in the body of the claim 
rely upon and derive antecedent basis from the preamble, then 
the preamble may act as a necessary component of the claimed 
invention; See, e.g., Electro Sci. Indus, v. Dynamic Details, 
Inc. , 307 F.3d 1343, 1348, 64 USPQ2d 1781, 1783 (Fed. Cir. 
2002); Rapoport v. Dement , 254 F.3d 1053, 1059, 59 USPQ2d 1215, 
1219 (Fed. Cir. 2001); Pitney Bowes , 182 F.3d at 1306, 51 USPQ2d 
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at 1166. On the other hand, "[i]f the body of the claim sets 
out the complete invention," then the language of the preamble 
may be superfluous. Schumer v. Lab. Computer Sys., Inc. , 3 08 
F.3d 1304, 1310, 64 USPQ2d 1832, 1837 (Fed. Cir. 2002); Bristol- 
Myers Squibb Co. v. Ben Venue Labs., Inc. , 246 F.3d 1368, 1373- 
74, 58 USPQ2d 1508, 1512 (Fed. Cir. 2001)." See Eaton Corp. v. 
Rockwell International Corp. , 66 USPQ2d 1271, 1276 (Fed. Cir. 
2003) . 

Allowable Subject Matter 

7. Claims 1-4 would be allowable if rewritten or amended to 
overcome the rejection under 35 U.S.C. 112, 1 st paragraph, set 
forth in this Office action. 

8. Claim 7 would be allowable if rewritten to overcome the 
rejections under 35 U.S.C. 112, 1st paragraph, set forth in this 
Office action and to include all of the limitations of the base 
claim and any intervening claims. 

Conclusion 

9. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. The references 
listed on the attached form (PTO-892) are cited to show 
strapping machines and control panel/enclosures. All are cited 
as being of interest and to show the state of the prior art. 
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10. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Stephen 
Gerrity. If attempts to reach' the examiner by telephone are 
unsuccessful, the examiner's supervisor, Rinaldi Rada, may be 
contacted. Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to 
the TC 3700 receptionist. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http : //pair-direct . uspto . gov . Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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